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222 Lakeview Avenue 
4lh FloOT 

West Palm Be»ch. Florida 33401^147 
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Date: Sept. 16, 2004 



PLEASE DELIVER 11 rAGE(S) (iDFlndlng cover sheet) TO: 



646<M1 



Name: 

Company: 



ExamlnorWlnn 
USPTC» 



Number; 703-872-9306 
Phone Number: 



Please call if you do not receive all the pages* 



Comments/Special Instructions 



Appln, No, 10/075,823 
Applicant DEBINSKI, ct a.1 

Filed February 12, 2002 



TC/A,U. 
Examiner 
Docket No. 



1644 

Phuong Hi^ynh 
6460-41 



Per our phone conversutiou today, Septepiber 16, 2004, attached to this coversheet are the papers that were filed 
on March IS, 2004 f:^r the above me^itioned case. Please find attached the Transmittal Letter, Postcard, 
Response^ Petition for Retroactive Extetision of Time, and original oflice action. Pleaae let us know when you 
have received this fax iind what our next course of action should be. 

Regards, 
Gail Ochocki 

SeoretdTy to Nicholas Zachariades 



The information contained in this transmission may be a confidential attorney-client communication or may otherwise be 
privileged «nd confidential, intended only for the use of the individual or entity named above. If the reader of this 
transmittal is not the intetided recipient or th^ employee or agent responsible to deliver it to the intended recipient, you are 
hereby notified tfiat any ;tissemination, distribution or copying of this communication is strictly prohibited. If you have 
received this communication in error, please immediately notify us by telephone and return the original transmittal to us 

bymftilr Thank yow, 

Client/Matter No: 1247( 12 Equitrac ID: 

(WPl975a3;U 
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Serial ISn-! 10/075,823 D ocket No.: 646Q-A1 
Client: Penn Scace 



Commj^oner for Pai 



Sir; 



^ *'''-<^S3 Application 

Submission of Formal Drawings 

I Sheets of Drawing 

' Declaration/POA 
Fee ($ ) 




AniendiDent/Resp<H)86 
Please acknowledge receiJSmWJT JIH Request for Extension of Time 
paper(s) noted hereon by stamping the □ Assignment & Recordation Coversheet 
dace rec^ved and returning this card to U Copy of Notice of Mi$sing Parts 



the und^sigziad. 

Respectfully, 

AKERMAN SENTERFnr 



Ka Tiansmiltal Utter 

□ PTOL^SS Fee Transmittal 

□ IDS, PTO/SBOOSA&B, Rfifs. 

□ 

□ 

Express Mail No. 
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Iff THE . . 4TTED STATES PATENT AND TRA*.. MARK OFFICE 



In re Application of DEBINSKI, £T AL, 

Serial No.: 10/075,823 Examiner: PhuongHuynh 

Date Filed: Fobruary 12,2002 Group: 1644 RECEIVED 

CB*TOAL FAX CENTER 

For: VEGF-D EXPRESSION IN BRAIN CANCER 

SEP 1 6 2004 

CERTIFICATE UNDER 37 CFR 1.8(a) 

] h«raby certify that this comwpondntce is beme depofii'ted with the U.S. Postal 
Service as First Cla££ mait in an envelope addressed to the CoTnmissianer for 
Patunp, P.O. Box 1450, Alexandria, VA 22313-1450. on 



^ 

Stanley A. Kim. Ph.D., Esq. 



_Rcg. N6. 42.730 



TRANSMITTAL LETTER 



Commissioner for Patents 

P.O. Box 1450 

Alexandria. VA 22313-14S0 

Sir: 

Please llnd enclosed for filing the following: 
y Re&ponBe 

X Petition for Retroactive Extension of Time 
X. One postcard. 

Please charge any underpayment or credit any overpayment to Deposit Accoimt No. 50- 
0951 . This traiwmittal letter is submitted in duplicate. 

Respectftilly submitted. 

AKERMAN SENTERFITT 



Dated: /^^-ij^nA ,^ 



Stanley A. Kim. Ph.D.. Esq. 
Registration No. 42,730 
222 Lalceview Avenue, Suite 400 
West Palm Beach, FL 33402-3 1 88 
Docket No. 6430-41 Tel: 561-653-5000 
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RECEIVED 
CENTRAL FAX CENTER 
IN THE UNITED STATES PATENT AND TRADEMARK: OFFICE 

SEP 1 6 2004 

bi re: Application of DEBINSIjLI, et al. 

Application No.: 10/075,823 Examinen PhuongHuynh 

Date filed: February 12,2002 Group: 1644 

For: VEGF-D EXPRESSION IN BRAIN CANCER 

Certipicatp UNi>pri 37 CFR I .B(fl) 
I liercby certify that this conrespondence is being deposited with 
the U^. Postal Service as First Class moil in an envelope 
addressed to Mail Stop Patent BxU Commissioner for Pat<Jnte, P.O. 
Box 1-^0. Alexandria. VA 22313-1450 on 

Stanley AMm^,D^^i^. 
PETITION FOR RETROACTIVE EXTENSION QF TIME 

Conmussioncz for Patents 
P.O. Box 145C 

Alexandria, VA 22313-1450 
Sir: 

This is a Petition for Retroactive Extension of Time pursuant to 37 CFR § 1 . 136. The 
Commissioner is hereby authorised to charge the fee in the amount of $55.00 for a one month 
extension of tine, as well as any underpayment in fees, to Deposit Account No. 50-095 1 . This 
transmittal letter is submitted in duplicate. 

Respectfully submitted, 




Date: j^^*-^ /{^ <L^i ^ 

Stanley A. Kim, Esq. 
Reg. No. 42,730 , 
AKERMAN SENTERFITT 
222 Lakeview Avenue. Suite 400 
West Palm Beach, FL 33402-3188 
Telephone: (561) 653-5000 

Docket No. 6460-41 



{WP172S08;1] 
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United States Patent and Trademark Office 



APPLICATION MOu 



FILING DATE 



10/075,823 



02/12/2002 



759:1 01/16(2004 

Stanley A. JClrr , Ph.D.. Esq. 
Akerman, Senteifitt & Eidson, P. A. 
222 Lakeview A vimue. Suite 400» 
P.O. Box 3 1 88 

West Palm Bcacn, FL 33402-3188 



FIRST NAMED INVENTOR 



WaldemtirDebinsJci 



UNITE0 STATES PE?Al^TMENT OF COMMl^klCK 
Uailad Statn PfttftBt and tradkm*rk OmCtt 
AAibrsK COMMISSIONER FORPATENTS 



PXi. Dox 1450 
/Oexaikdib, ViinMa 223l9<l4Sfi 
wivw.tiiMAEav 



I ATTORNEY OQCKET Wq | CQNFIBMATIOW Na | 



8785 



L 



5XAM(NER 



] 



HUYNH,PHUONQN 



ART UNIT 



PAPER NUMBER 



□ 



1644 

DATS MAILED: 01/16/3004 



Please find below a ad/or attached an Office commumcation concerning this application or proceeding. 



pro-9oc (luv. ,Q««, DOCKETED jan 2 j 200* 
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Office Action Summary 



Application No. 


Applicant(8) 




10/075,823 


DEBINSKIETAL 


Examinttr 


Art Unit 




Phuong Huynh 


1644 





» The MAIUNC DAT^ cffhls eommunieatlon appears on the cover sheet with the comspandence address - 
Period for Reply 

A SHORTENED ST^MUTORY PERIOD FOR REPLY IS SET TO EXPIRE One, MONTH(S) FROM 
THE MAILING DATI= OF THIS COMMUNICATION. 

- Extensions of timd may t> t a^^iiaDia under the provisions of 37 CFR 1 ■ 1 36(a). in no event, however, niay a reply be timely Hied 
alte/ SIX (6) MONTHS frc m the mallino data of Wfi Communication. 

- If the period fbr mply spM ifled above i3 less than thirty (30) days, a raply witnin the staojlory mininruim of thirty <30) days wiU be considered timely- 

• If NO period for reply is si »ecified above, the maximurin staiutory period wiii apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- fm\MT^ r6r4y within the Dot or oxtanded period for r^p^ Will ^ ^twto. c;)uca iho application to Dacomd ABANDOMCD (3S U.S.C. § 123). 

• Any repty reoeived by tha Office later than three mon^ after the mailing date of this oommunicatiQn. even if timely filed, n^y reduce any 
earned patent term adjust neni. See 37 CFR 1 .704(b). 

Statue 

1 >D Responsive tc communicatlon(s) filed on . 

2a)n This action is FINAL. 2b)n This action is non-final. 

3) n Since this appHcation is In condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parts OuayJB, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 1^ Claim($] 1-43 is/are pending in th^ application, 

4a) Of the abo/e ctaim(s) is/are withdrawn from consideration, 

5) D Clalm(s) ^ is/are allowed. 

60 Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to 

8)ISI Clalm(s) 1-43 are subject to restriction and/or election requirement. 
Application Papers 

B)Q The spedficatiisn is objected to by the Examiner. 

10)D The drawing(s; filed on is/are: a)Q accepted or b)n objected to by the Examiner. 

Applicant mdy rot request that any objection to the drawina(8) be held In abeyance. See 37 CFR 1, 85(a). 

Replacement di awing sheet($) including the correction is required if the drawin9(s) is objected to. Sea 37 CFR 1.121(d). 
1 1 )□ The oath or de.-;laration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. §§ 119 and 120 

12) 0 Acknowjedgm-jnt is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)PAII b)D S(ime"c)n None of: 

1 .□ Certifiec copies of the priorky documents have been received. 

2. D Certifiec copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Interna^onal Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 

1 3) n Acknowledgment is made of a clairrii for domestic priority under 35 U.S.C. § 1 1 9{e) (to a provisional application) 

since a epaclfic leference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The tranali^ion of the foreign language provisional application has been received. 

14) Q Acl<no\Ariedgmerit is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or In an Application Data sneet. 37 gfr i .78. 



Attachmdnt(s) 

1 ) □ Notice of Referonooa Oiled (PTO-B92) 

2) □ Notice Of Draltsperson's Patent Drawing Revi©\^ (PT0948) 

3) □ information Dlsdosure i;tatefneni{s) (PTO-1449) Paper No(s) . 



4) Q Intorviow Summary (PTO-413> Pap«r No(s). 

5) HI Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. PaisfM and TrademarK Office 

PTOL-326 (Rev. 11-03) 



OfficB Action Summary Part of Paper No. 01 122004 
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Application/Coiitrol Number: 1 0/075,823 Page 2 

An Unit: 1644 

DETAILED ACTION 



I, The location of your application in the PTO has changed. To aid in correlating any papers for 
this application, all further correspondence regarding this application should be directed to Art 
Unit 1644, Group 1640, Technology Center 1600. 

IL Claims 1 -43 are pending. 



Electioit/Mestricihns 

III. Restricti^in to one of the following inventions is required under 35 U,5,C. 121 : 

1 . <"laims 2-8, drawn to a method for detecting a cancer in a brain tissue by analyzing the 
l^rain tissue sample for a VEGF-D nucleic acid marker using VEGF-D nucleic acid, or 
l^A classified in Class 435, subclass 6. 



2. (Claims 9-18, drawn to a method for detecting a cancer in a brain tissue by analyzing the 
brain tissue sample for a VEGF-D protein marker using a probe that specifically binds to 
tlie VEGF-D protein, a probe that is a VEGF-D antibody, classified in Class 435, 
subclass 7.1. 

3. (Maims 1 9-22, drawn to a method of modulating VEGF-D gene expression in a brain 
cancer cell using oligonuclcoide, antisense oligonucleotide, classified in Class 536, 
subclass 24.5; Class 514, subclass 44. 

4. C'laims 26-28, drawn to a method of identifying a test compound that modulates 
expression of VEGF-D gene in a brain cancer cell by detecting VEGF-D nucleic acid 
narker in the cell, classified in Class 435, subclass 6, and 7.23. 

5. C:iaims 29-32, drawn to a method of identifying a test compound that modulates 
expression of VEGF-D gene in a brain cancer cell by detecting VEGF-D protein marker 
i i the cell, classified in Class 435, subclass 7.1, and 7,21. 
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6. Claims 33-43, drawn to a method of inhibiting angiogenesis associated with a brain 

cancer in a subject i>y administering a molecule to the central nervous system wherem the 
molecule is an antibody, classified in Class 424, subclass 130.1. 

Linking claim 1 will be examined along with Group 1, claims 2-8 or Group 2, claims 9- 

)8. 

Linking claims 23-25 will be examined along with Group 4yclaims 26-28 or Group 5, 
:;laims 29-32. 

The inventions arc distinct, each from the other because of the following reasons: 

[nventions of Groups 1 -6 are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of operation, 
differcni functions, or diffetent effects (MPEP § 806.04, MPEP § 808.0 1). In the instant case, the 
methods as claimed using distinct products such as nucleic acid and antibody differs with respect 
to their method steps and therapeutic endpoints. Therefore, they are patentably distinct 

IV. Because these inventions are distinct for the reasons given above and have acquired a separate 
stams in the art as shown by their different classification and/or recognized divergent subject 
matter- Further, even thoug>i in some cases the classification is shared, a different field of search 
would h\r required based upon the structurally distinct products recited in the various methods 
comprismg the distinct method steps. Further^ a prior art search also requires a literature search* 
It is an uiwJue burden for the examiner to search more than one invention. Therefore restriction 
for exanr ination purposes aa indicated is proper. 

V. Applicant is advised that th^ response to this requirement to be complete must include an election 
of the invention to be examined even though the requirement be traversed. 

VI. Any inquiry concerning this, communication or earlier communications from rhe examiner should 
be directi^d to Phuong Huynh ''NEON" whose telephone number is (571) 272-0846. The 
examine* can normally be reached Monday through Friday from 9:00 am to 5:30 pm A message 
may be I aft on the examiner's voice mail service. If attempts to reach the examiner by telephone 
are unsuccessful, the examiner^s supervisor^ Christina Chan can be reached on (571) 272-0841 . 
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Application/Control Number: 10/075,823 



Page 4 



Art Unit; 1644 

Any inquiry of a general nature or relating to the status of this application should be directed to 
the Technology Center 1600 receptionist whose telephone number is (703) 308-0196. 

VII. Papers related to this applicntion may be submitted to Technology Center 1600 by facsimile 

transmission. Papers shoulc) be faxed to Technology Center 1600 via the PTO Fax Center located 
in Crystal Mall U The faxing of such papers must conform to the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). ITje CMl Fax Center telephone number is (703) 
872-9306. 

Phuong]^, Huynh, Ph,D. 

Patent Examiner / - 7 y , 



Technology Center 1600 
January .2,2004 




CHRISTINA CHAN 
v;::-.;!SORY PATENT EXAMINER 
iCvMOLCQY CENTER 1600 
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